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Innovation vs. Invention

m A new way of doing something
® Technical
® Organisational
= Commercial
m Generally: Invention is the first occurrence of an
idea for a new product or process, while

Innovation 1s a successtul attempt to carry it out
into practice

m However “patentable invention™ 1s also a legal

term which 1s defined by the applicable law.
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Invenciones patentables

Son patentables las invenciones nuevas, que
impliquen actividad inventiva y sean susceptibles
de aplicacion industrial, aun cuando tengan por
objeto un producto que esté compuesto o que
contenga materia biologica, o un procedimiento
mediante el cual se produzca, transforme o
utilice materia biologica
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What is Intellectual Property?

m Industrial Property generally means technology
and information protected under laws for
patents, trademarks, and mask works.

m Intellectual Property means technology or
information protected under laws for copyrights,
trade secrets and other intellectual property laws.
Often this definition includes industrial property
as well (not under Spanish laws).
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Intellectual Property: Breaking
the Code

m Concepts and Ideas

® Trade Secrets
m A trade secret is information that
m not generally ascertainable
m is the subject of reasonable efforts to preserve confidentiality, and

m provides an economic benefit to the ownetr.

m Patent

m A method or apparatus that 1s new, useful and not obvious to a
person of ordinary skill in the art.
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Intellectual Property: Breaking
the Code

m Expression of the idea, but not the idea itself

= Copyright
m protects works that are original, creative and fixed in a medium

m Maskwork

m similar to copyright, but applies to semiconductor chip topologies

® Reputation and good will
® Trade mark and trade name
m Unfair competition

= [False advertising
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IPR Characteristics inh common

m Fxclusive rights for commercial use of certain non-
tangible things
m National rights enforceable through civil law

m Infringement can and does lead to
m court orders preventing product sales
m substantial damages
m very costly and lengthy litigation

m scizure of infringing products

m Can be licensed and sold separate from any physical
object
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Patents - What they are
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Patents - Characteristics

m Complex and expensive  ® Can be very valuable, but

otficial registration also very precarious
process based on = Rights generally go to
carefully written first to file, apart from
specification US.

B Subject to search and
examination

B Specifications are

published

m Max 20 year term
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Patents - What 1s an invention

m Solution to a
technical problem T

m Must be

o Nnew

B not obvious
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Examples of Patents Include...

m Hveryday products e.g. pens, staplers or diapers

m Hi-tech products

m E-commerce business method

m Telecom call management software

m Network management software

m Improvements on known processes or products

m New applications for existing processes ot
products
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How to get a Patent

m [nventor/owner must apply for patent protection
tO receive it

m Formal application must be prepared and filed, in
which you have to describe at least one way of
actually implementing the invention

m No additions after the filing date
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Copyrights - What they are

Right to prevent copying of
original work

® books, films, music (9l
B software o0
® drawings and artwork @

\[/
m fonts dl@
H icons

m databases

= photos

® most other things you might
want to copy
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Copyrights - characteristics

m automatically on creation of work
m There can be several copyrights
in a single item

m They last a long time - at least 70
years after authot’s death.

© 1992,
m [ndependent creation of similar

work is not infringement

m copyright Come into being
notices advisable for indicating
the existence and ownership of

copyright
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Confidential Information

B Information which is m In general:
valuable because it is not m No-one owns
generally available information
= eg unpublished financial = No protection other than

information, strategies, controlled access
product plans, product ® [f communicated to
prototypes, source code, others, only protected by
interface definitions, agreement

inventions waiting to be
patented etc.
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Registered Designs

m Protects aesthetic appearance
of articles

B Registration process

m [astup to 25 years

m limited to specified products

® infringed by making and
selling articles with the design
applied

B clements whose form is

dictated by function are not
protected
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Benefits and Challenges
from IPR



Patents to protect R&D
investments

m Reduced pressure from competition, thanks to
product/ feature“monopoly”

m [icensing schemes:

B To enter into new territories

m To exploit the patent in one/different
fields /markets

m To access to competitors’ patents/IP

m [ncrease company’s assets (well valued by stock
advisers or banks)
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Protection strategy

m Balance costs Vs. benefits
® Manufacturing and distribution costs
m Territory coverage (patents Vs. sales)

® Competitor strategy (commercial and on IPR)
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What to incentive

B Production of Innovations (implementations)

B Generation of Inventions

= What are company’s objectives?
m Defend its market(s)
m Attack competitors
m Enter new markets
m Assets to leverage in negotiation

B [dentification of Inventions
® Training directed to potential inventors
® [ncentives to actual inventors

m Compensate extra work required by inventors:
® Review of draft applications
m Review of Prior art

m Collection of extra data (e.g. experimental) for patenting
purposes

m Review of office actions
6 Nov. 2008
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Country law interaction (art. 15-19 Ley
de Patentes y Modelos, Espana)

m Who does own the Employee Invention?

® Object of the contract

m Obligation to pay a fair economic
compensation?
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Invenciones L.aborales art. 15

m 1. Las invenciones realizadas por el trabajador durante la vigencia
de su contrato o relacion de trabajo o de servicios con la
empresa, que sean fruto de una actividad de investigacion
explicita o implicitamente constitutiva del objeto de su contrato,
pertenecen al empresario.

m 2. Fl trabajador, autor de la invencion, no tendra derecho a una
remuneracion suplementaria por la realizacion, excepto st su
aportacion personal a la invencion y la importancia de la misma
para la empresa exceden de manera evidente del contenido
explicito o implicito de su contrato o relacion de trabajo.
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Invenciones Laborales art. 16

m [Las invenciones en cuya realizacion no
concurran las circunstancias previstas en el
articulo 15.1, pertenecen al trabajador, autor de

las mismas
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Invenciones L.aborales art. 17

m 1. No obstante lo dispuesto en el articulo 16, cuando el
trabajador realizase una invencion en relacion con su actividad
profesional en la empresa y en su obtencion hubieran influido
predominantemente conocimientos adquiridos dentro de la
empresa o la utilizacién de medios proporcionados por ésta, el
empresario tendra derecho a asumir la titularidad de la invencion
o a reservarse un derecho de utilizacion de la misma.

m 2. Cuando el empresario asuma la titularidad de una invencién o
se reserve un derecho de utilizacion de la misma, el trabajador
tendra derecho a una compensacion economica justa, fijada en
atencion a la importancia industrial y comercial del invento y
teniendo en cuenta el valor de los medios o conocimientos
facilitados por la empresa y las aportaciones propias del
trabajador.

6 Nov. 2008 25



Invenciones L.aborales art. 18

m 1. El trabajador que realice alguna de las invenciones a que se
refieren los articulos 15 y 17, debera informar de ello al
empresario, mediante comunicacion escrita, con los datos e
informes necesarios para que aquél pueda ejercitar los derechos
que le corresponden en el plazo de tres meses. El
incumplimiento de esta obligacion llevara consigo la pérdida de
los derechos que se reconocen al trabajador en este Titulo.

m 2. Tanto el empresario como el trabajador deberan su
colaboracion en la medida necesaria para la efectividad de los
derechos reconocidos en el presente Titulo, absteniéndose de
cualquier actuacion que pueda redundar en detrimento de tales
derechos
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Invenciones Laborales art. 19

m 1. [as invenciones para las que se presente una
solicitud de patente o de otro titulo de
proteccion exclusiva dentro del afio sigutente a
la extincion de la relacion de trabajos o de
servicios podran ser reclamadas por el
empresario.

m 2. Sera nula toda renuncia anticipada del
trabajador a los derechos que la Ley le otorga en
este Titulo
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